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DETAILED ACTION 



Election/Restrictions 

1. Applicants'.election without traverse of Species 2B (i.e., claims 1-3, 5, 6, 8-11, 13, 15, 
17-19, 21, 22, 24, and 25) in the reply filed on 19 January 2007 is acknowledged (see Page 7). 

2. Claims 4, 7, 14, 16, 20, and 23 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to nonelected species and/or subspecies, there being no allowable 
generic or linking claim. Election was made without traverse in the reply filed on 19 January 
2007. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 

1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 



Specification 

4. The amendment filed 7 June 2006 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows 
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"Electrical trace 431 and electrode 421 are separated by an insulator 422" (see Page 2 
of the Supplemental Amendment and Response filed 7 June 2006); and 

"Supporting structure 440, in the present embodiment of the invention, may be a rigid 
molded plastic such as PC, PC/ABS, or ABS and may form a perimeter frame around the top of 
the electrical device. Supporting structure 440 may be co-molded with outer film 410 to form a 
single-piece front cover assembly which may form the top surface of device 400. Supporting 
structure 440 will also provide some method of securely attaching the front cover assembly to a 
back cover assembly (not shown), thus forming a dust-proof and waterproof enclosure for the 
internal components of device 400" (see Page 3 of the Supplemental Amendment and Response 
filed 7 June 2006). 

In particular, "trace 431" is not disclosed as an "electrical trace" in the original 
disclosure. 

The original disclosure also does not teach separating "trace 431" and "electrode 421" 
with an "insulator." 

Furthermore, although the newly added paragraph at page 14, line 9 of the instant 
specification (see Page 3 of the Supplemental Amendment and Response filed 7 June 2006) is 
similar to a paragraph found on page 12, lines 5-12 of the original disclosure. This newly added 
paragraph refers to a separate and distinct embodiment of the present invention. 

Applicant is required to cancel the new matter in the reply to this Office Action. 
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5. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. Applicants 1 cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

Drawings 

6. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because they 
include the following reference character not mentioned in the description: 422 (see Fig. 4, as 
well as the above objection to new matter in the disclosure). 

Corrected drawing sheets in compliance with 37 CFR 1.121(d), or amendment to the 
specification to add the reference characters in the description in compliance with 37 CFR 
1.121(b) are required in reply to the Office action to avoid abandonment of the application. Any 
amended replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. Each drawing sheet 
submitted after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not 
accepted by the examiner, the applicant will be notified and informed of any required corrective 
action in the next Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be~6btained thou^ 

section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-3, 5, 6, 8-11, 13, 15, 17-19, 21, 22, 24, and 25 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Suzuki (US 6,529,188 Bl) in view of Conroy et al (US 
5,686,705 a). 

Regarding claim 1, Suzuki discloses a display assembly for an electronic device 
comprising: a display device [Fig. 10; 1]; a digitizer [Fig. 10; 4] (see Column 13, Line 50 - 
Column 14, Line 29) comprising a conductive film made of indium tin oxide [Fig. 5; 1 1] 
disposed above a digitizing element [Fig. 5; 22] (see Column 10, Lines 46-52), said conductive 
film capable of functioning in a non-planar surface (see Fig. 1A); and a single-piece three 
dimensional top cover [Fig. 1 A; 4 A] enclosing said electronic device and said digitizer [Fig. 1 A; 
1 1 and 12] and operable to allow mechanical transfer of external pressure to cause said 
conductive film to contact and activate said digitizing element responsive to said external 
pressure, wherein a point of contact on said single-piece three dimensional top cover is detected 
(see Fig. 12; Column 7, Line 42 - Column 8, Line 67). Although Suzuki teaches using 
conductive wires (see Column 10, Line 43 - Column 11, Line 16), Suzuki does not expressly 
disclose using a conductive polymer. 

However, Conroy does disclose substituting conductive digitizer wires with a conductive 
polymer composite, such as conductive plastic (see Column 3, Lines 9-30, Column 4, Lines 21- 
32, Column 5, Line 55 - Column 6, Line 10, and Column 8, Lines 37-40). Suzuki and Conroy 
are analogous art, because they are from the shared field of manufacturing electronic touch panel 
devices. Therefore, it would have been obvious to one having ordinary skill in the art at the time 
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of invention to use Conroy f s conductive polymer in place of Suzuki's conductive film, so as to 
provide a rugged and reliable electronic device. 

Regarding claim 2, Suzuki discloses said single-piece three dimensional top cover 
comprises a flexible thermoplastic outer film [Fig. 1 A; 4A] having a three-dimensional top 
surface (see Column 10, Lines 46-52). 

Regarding claim 3, Suzuki discloses said single-piece three dimensional top cover further 
comprises a supporting structure that is coupled to said flexible thermoplastic outer film [Fig. 
1 A; 4B] (see Column 7, Lines 42-57). 

Regarding claim 5, Suzuki discloses said digitizer further comprises a plurality of 
electrodes and traces [Fig. 1A; 1 1 and 12] operable to register said point of contact when said 
conductive film makes contact with said digitizing element (see Column 7, Line 42 - Column 8, 
Line 67). 

Regarding claim 6, Suzuki discloses said single-piece three dimensional top cover further 
comprises a decorative border [Fig. 1 1A; 15 and 20] constructed therein using an in mold 
decoration process (see Column 14, Lines 30-54). 

Regarding claim 8, Suzuki discloses said digitizer comprises electrical traces and circuits 
along aperiphery that are hidden from a user by 7 said decorative border (see Figs. 5 and i I A). 
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Regarding claim 9, Suzuki discloses said single-piece three dimensional top cover has 
indentations to indicate button functions (see Fig. 12; Column 14, Line 55 - Column 15, Line 
21). 

Regarding claim 10, this claim is rejected by the reasoning applied in rejecting claim 1; 
furthermore, Suzuki discloses a display for an electronic device comprising: a display 
mechanism [Fig. 10; 1]; a single-piece three dimensional cover [Fig. 1A; 4 A] that is bezel-less 
(see Fig. 1 A) which encloses (see Fig. 12) said electronic device and is disposed over a top 
surface of said display mechanism and operable to allow mechanical transfer of pressure; and a 
resistive digitizer mechanism [Fig. 10; 4] (see Column 13, Line 50 - Column 14, Line 29) 
disposed beneath [Fig. 1 A; 1 1 and 12] said cover comprising a conductive film made of indium 
tin oxide [Fig. 5; 1 1] capable of functioning in a non-planar surface (see Fig. 1A) disposed above 
a digitizing element [Fig. 5; 22] (see Column 10, Lines 46-52) and, responsive to said 
mechanical transfer of said cover, operable for registering contact between said conductive film 
and said digitizing element corresponding to a contact point on said cover (see Column 7, Line 
42 - Column 8, Line 67). 

Regarding claim 11, this claim is rejected by the reasoning applied in rejecting claim 3. 
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Regarding claim 13, Suzuki discloses said single-piece three dimensional cover has 
sufficient deflection under external pressure to cause conductive film to contact and activate said 
resistive digitizer mechanism (see Fig. 1 A; Column 7, Line 42 - Column 8, Line 67). 

Regarding claim 15, this claim is rejected by the reasoning applied in rejecting claim 6. 

Regarding claim 17, this claim is rejected by the reasoning applied in rejecting claim 8. 

Regarding claim 18, this claim is rejected by the reasoning applied in rejecting claim 9. 

Regarding claim 19, this claim is rejected by the reasoning applied in rejecting claims 1 
and 10; furthermore, Suzuki discloses a display assembly for an electronic device comprising: a 
display mechanism [Fig. 10; 1]; aback cover [Fig. 11C; 19]; a transparent single-piece cover 
[Fig. 1 A; 4 A] having a bezel-less (see Fig. 1 A) and three-dimensional top surface which encloses 
(see Fig. 12) said electronic device disposed over a top surface of said display mechanism; and a 
resistive digitizer mechanism [Fig. 10; 4] (see Column 13, Line 50 - Column 14, Line 29) 
disposed beneath [Fig. 1 A; 1 1 and 12] said transparent single-piece cover comprising a 
conductive film made of indium tin oxide capable of functioning in a non-planar surface (see 
Fig. 1 A) disposed above a digitizer element [Fig. 5; 22] (see Column 10, Lines 46-52) and 
operable for registering a contact point on said transparent single-piece cover corresponding to a 
point of contact between said conductive film and said digitizing element (see Column 7, Line 42 
- Column 8, Line 67). 
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Regarding claim 21, this claim is rejected by the reasoning applied in rejecting claim 13. 

Regarding claim 22, this claim is rejected by the reasoning applied in rejecting claim 6. 

Regarding claim 24, this claim is rejected by the reasoning applied in rejecting claim 8. 

Regarding claim 25, this claim is rejected by the reasoning applied in rejecting claim 9. 

Response to Arguments v 
9. Applicants 1 arguments filed 15 March 2006 have been fully considered but they are not 
persuasive. 

The applicants contend the cited prior art of Suzuki (US 6,529,188 Bl) in view of 
Conroy et al (US 5,686,705 A) neglects teaching, "a single-piece three dimensional top cover 
enclosing said electronic device" (see Pages 12-13 of the 'Response to Non-Final Office Action 1 
filed 15 March 2006). However, the examiner respectfully disagrees. 

The applicants take the position that Suzuki "teach[es] a touch screen without mention of 
an electronic device that may utilize the touch screen" (see Page 12 of the 'Response to Non- 
Final Office Action' filed 15 March 2006). 

In response to applicants 1 argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., "an electronic 
device that may utilize the touch screen") are not recited in the rejected claim(s). Although the 
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claims are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Presently, instant independent claim language merely recites, "a display [assembly] for an 
electronic device" (see the preamble of claims 1, 10, and 19). Suzuki's Figure 12 illustrates a 
liquid crystal display for a portable information terminal as one example of electronic equipment 
(see Column 14, Lines 55-65). Furthermore, instant claim language is broad enough at present 
that one skilled in the art would consider the "upper and lower wires" [Fig. 1 A; 55 and 56] as 
constituting yet another (non-limiting) example of "an electronic device" [i.e., pertaining to 
electrons] (see Column 7, Line 58 - Column 8, Line 2). 

The applicants next take that position that, "Suzuki teaches away from the claimed 
embodiments by depicting a touch panel assembly with exposed sides as shown in Figure 1 A" 
(see Page 13 of the 'Response to Non-Final Office Action' filed 15 March 2006). 

In response to applicants' argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., a touch panel 
assembly without exposed sides) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into the 
claims. See/n re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

The examiner also respectfully points out that both Figures 3 and 4 of the instant 
invention illustrate touch panel assemblies with exposed left-sides and bottom-sides. The 
applicants seem to be arguing that the "top cover" on its own must entirely encircle/surround/seal 
the electronic device. However, the very intrinsic definitional nature of "top cover" subject 
matter means there must somewhere else exist at least a "bottom cover." Therefore, the instant 
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claim language leaves the door open for additional (top/side) cover portions to work in unison 
with the "top cover" so as to fully encircle/surround/seal the electronic device. 

As such, Suzuki discloses a display assembly for an electronic device [Fig. 1 A; 55 & 56], 
comprising a single-piece three dimensional top cover [Fig. 1 A; 4A] enclosing. (i.e., holding in) 
the electronic device (see Column 7, Line 58 - Column 8, Line 67). Wherein Suzuki's Figure 12 
further illustrates one (non-limiting) example having the entire display assembly being housed / 
encircled / surrounded / sealed in a portable information terminal (see Column 14, Lines 55-65). 

In response to applicants 1 argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

In this case, it would have been obvious to one having ordinary skill in the art at the time 
of invention to use Conroy's conductive polymer (see Column 3, Lines 9-30, Column 4, Lines 
21-32, Column 5, Line 55 - Column 6, Line 10, and Column 8, Lines 37-40) as a substitute for 
Suzuki's conductive film (see Column 10, Line 43 - Column 11, Line 16), so as to provide a 
rugged and reliable electronic device (e.g., see Conroy: Column 6, Lines 2-9). 

The applicants suggest that using Conroy's conductive polymer as a substitute for 
Suzuki's conductive film would result in an unstable "multi-layer assembly" (see Page 14 of the 
'Response to Non-Final Office Action' filed 15 March 2006). However, the examiner respectfully 
disagrees. The "multi-lay efassembly' r described by Conroy (see C61umn~6~ Lines 2-9) is in 
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reference to multiple layers of conductive polymer film bonded to each other. The combined 
invention of Conroy and Suzuki would employ a single layer of conductive polymer film, no 
"multi-layer assembly" would be required. 

By such reasoning rejection of the claims is deemed necessary, proper, and thereby 
maintained at this time. 

Conclusion 

10. Applicants' amendments necessitated the new ground(s) of rejection presented in this 
office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeff Piziali whose telephone number is (571) 272-7678. The 
examiner can normally be reached on Monday - Friday (6:30AM - 3PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bipin Shalwala can be reached on (571) 272-7681. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571.-272-1000. 




Jeff Piziali 
12 April 2007 



